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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 3 and 4 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

3. Claim 3 recites the limitation "the monomers A1" in line 1 . There is insufficient 
antecedent basis for this limitation in the claim. For purposes of examination. Examiner 
assumes "the monomers A1" refers to the monomers A1 of claim 2. 

4. Claim 4 recites the limitation "the mass fraction of the monomers A1 in the 
misture of the monomers A1 and A2" in lines 1 and 2. There is insufficient antecedent 
basis for this limitation in the claim. For purposes of examination. Examiner assumes 
the monomers A1 and A2 refer to the monomers A1 and A2 of claim 2. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described In a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

6. Claims 1-3 and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kadambande et al (US 6,627,700 B1). 
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7. Kadambande et al disclose an aqueous dispersion of an acrylate-modified resin 
[2:8-10] wliicli may also include pigments [1 1 :10-12]. The acrylate-modified alkyd resin 
is prepared by graft copolymerizing an alkyd resin with a mixture of methacrylic acid and 
at least one further, carboxyl-free olefinically unsaturated monomer [2:9-19] and has an 
acid number from 20 to 70 mgKOH/g [2:63-64]. The fraction of polyacrylate based on 
acrylated-modified alkyd resin is preferably 20 to 80% by weight, most preferably 45 to 
55% by weight [10:28-34]. The alkyd resin has a number average molecular weight of 
from 1 ,000 to 3,000, a hydroxyl number from 30 to 150 mgKOH/g [3:3-9], and is 
prepared by the condensation of monomers including aliphatic and aromatic 
dicarboxylic acids [3:38-39] and aliphatic diols [4:17-34]. 

8. Kadambande et al do not explicitly disclose the carboxyl number of the grafted 
polyacrylate. However, the acrylate-modified polyester resin has a carboxyl number 
corresponding to the claimed range of the carboxyl number of the AB resin and the 
alkyd resin has a hydroxyl number and molecular weight corresponding to the claimed 
ranges of these values for the polyester B. Furthermore, the acrylate monomers of 
Kadambande et al correspond to the claimed acrylate monomers of component A. 
Since the carboxyl number of the resulting resin (resin AB or the acrylate-modified alkyd 
resin) will depend on the other parameters mentioned above and the acid number of 
polyacrylate, the range of the acid number of the polyacrylate of Kadambande et al 
would be expected to be the same as the claimed range of the acid number of the 
component A. Therefore, it is the examiner's position that the claimed range of the acid 
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number of the component A is held to be inherent in the polyacrylate of Kadambande et 
al. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 . The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

2. Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dworak et al (US 2002/0077389 Al). 

3. Dworak et al disclose aqueous binder mixtures comprising and their use in water- 
dilutable primer surfacers for automobiles finishing comprising condensation product AB 
of hydroxyl group-containing resins B and water-soluble or water-dispersible resins A 
containing acid groups [0010] and pigments [0032]. The condensation products AB 
preferably have an acid number of from 25 to 75 mg/g and are prepared using the 
components A and B in a mass ratio of from 10:90 to 80:20, preferably 15:85 to 40:60 
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[0015]. The resins A may be acidic acrylate resins A5 witli an acid number from 100 to 
230 mg/g and in particular 70 to 160 mg/g [0016]. The acrylate resins A5 may be 
copolymerized from monomers A51 olefinically unsaturated carboxylic acids such as 
acrylic acid (which read on the claimed monomer A1), monomers A52 which are other 
vinyl or acrylic monomers such as alkyi esters of acrylic and methacrylic acids (which 
read on the claimed monomer A2), and optionally monomers A53 which include 
lactones with unsaturation (which also read on the claimed monomer A2) [0022]. 
Dworak et al do not disclose amounts of the monomers of A5, but one would readily 
envisage a compound A5 consisting of monomers in the ratio A51/A52/A53 of 
33%/33%/33%, since A52 and A53 read on the claimed monomer A2 and A51 reads on 
the claimed monomer Al this ratio would result in a mixture of Al and A2 monomers 
with 33% Al contained therein. The resins B may be polyesters B1 with a hydroxyl 
number from 70 to 300 mg/g [0024]. The polyesters resins 81 are prepared by 
polycondensation from polyols B1 including aliphatic and cycloaliphatic alcohols having 
on average at least 2 hydroxyl groups per molecule (which read on the claimed 
monomer B1) [0025; 0017] and polycarboxylic acids B2 including aliphatic, 
cycloaliphatic and aromatic polycarboxylic acids (which read on the claimed monomer 
B2) [0025:0017]. In the inventive examples 1-3, the pigment titanium dioxide is used an 
amount of 43.3 to 44 g of titanium dioxide to 100 g of condensation resin AB [Tables 2 
and 3; 0060]. 
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4. Regarding claim 6, case law holds that the selection of any order of mixing 
ingredients is prima facie obvious. In re Gibson, 39 F.2d 975, 5 USPQ 230 (CCPA 
1930). 

5. Dworak et al do not disclose the molar mass of polyesters B1 . However, Dworak 
et al do disclose the molecular weight of hydroxyl group containing polyurethane resins 
B3, an alternative to the polyesters B1 in condensation product B. Dworak et al 
disclose that the polymeric polyols B31 , reacted with isocyanates B32 to make 
polyurethane B3, have a number average molar mass of from about 200 to 10,000 
g/mol [0027]. Since polymeric polyols B31 make up the bulk of the hydroxyl group 
containing polyurethane B3 and since B3 and B1 have the same hydroxyl and acid 
numbers (which depend on molar mass), one having ordinary skill in the art would have 
used the molar mass for the B31 polymeric polyols in determining the molar mass 
appropriate for the polyester B1 . 

6. Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Buter 
et al (US 2002/0016407 Al). 

7. Buter et al disclose an aqueous crosslinkable binder composition comprising an 
aqueous dispersion of a polyester-polyacrylate hybrid resin [0015] and optionally a 
pigment [0062; 0066; 0068]. The polyester-polyacrylate resin is composed of 50 to 90 
wt% polyester and 1 0 to 50 wt% polyacrylate and prepared wherein the acrylate 
monomers are grafted to a partially unsaturated hydroxy functional polyester resin 
[0015]. The polyester-polyacrylate has a carboxylic acid number of 1 to 40 mgKOH/g 
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[0055]. The hydroxy functional polyester resin has a hydroxyl value of 50 to 350 
mgKOH/g, a number average molecular weight of 400 to 3,000, and is obtainable by 
reaction mixture of polycarboxylic acids including aliphatic acid with 6-12 carbon atoms 
and (cyclo)aliphatic diols [0015]. The polyacrylates have a COOH value of 20 to 80 
mgKOH/g [0052], are prepared from hydrophobic monomers (a) including aromatic vinyl 
compounds and (cyclo)alkyl(meth)acrylates (which read on the claimed monomers A2) 
[0016] and hydrophilic monomers (b) including (meth)acrylic acid (which read on the 
claimed monomers A1) [0017]. The molar ratio of components (a) and (b) is between 
1 :2 and 3:1 , preferably between 1 :1 and 2:1 [0051]; taking preferred monomer (a) 
styrene and monomer (b) acrylic acid, this results in a mass fraction of monomer (b) of 
1 9% to 59%, preferably 26% to 41 %. Examiner takes the position that since the 
polyester portion of the polyester-polyacrylate is a condensation polymer, the polyester- 
polyacrylate reads on a condensation resin AB. 

8. Regarding claim 6, case law holds that the selection of any order of mixing 
ingredients is prima facie obvious. In re Gibson, 39 F.2d 975, 5 USPQ 230 (CCPA 
1930). 

9. Most of the ranges disclosed above are overlapping with their corresponding 
claimed ranges. In the case where the claimed ranges overlap or lie inside ranges 
disclosed by the prior art, a prima facie case of obviousness exists, see In re Wertheim, 
541 F.2d 257, 191 1 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 
USPQ2d 1934 (Fed. Cir. 1990). 
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10. Claims 4 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kadambande et al (US 6,627,700 B1). 

1 1 . Regarding claim 4, Example 1 of Kadamdande et al disclose the acrylate- 
modified alkyd resin wherein the methacrylic acid monomer (corresponding to the 
claimed monomers Al) are present in a mass fraction of the mixture of methacrylic acid 
and olefinically unsaturated non-carboxylic acid containing monomers (corresponding to 
the claimed monomers A2) of 8.2%. A prima facie case of obviousness exists where 
the claimed ranges and prior art ranges do not overlap but are close enough that one 
skilled in the art would have expected them to have the same properties. Titanium 
Metals Corp. of America v. Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985). 

12. Regarding claim 6, Regarding claim 6, case law holds that the selection of any 
order of mixing ingredients is prima facie obvious. In re Gibson, 39 F.2d 975, 5 USPQ 
230 (CCPA1930). 



International Search Report 

13. X category reference EP 0 962 507 A cited in the International Search Report 
was not used in a 35 USC 102 of 103 rejection because it does not disclose a polymer 
that reads on the claimed polyester B. 



Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL DOLLINGER whose telephone number is 
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(571 )270-5464. The examiner can normally be reached on Monday - Thursday 
7:30AM-6:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated Information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Randy Gulakowski/ MICHAEL DOLLINGER 

Supervisory Patent Examiner, Art Unit 1796 Examiner 

Art Unit 1796 

/mmd/ 



